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# Patents 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 
Houston, et al. 
Serial No.: 09/844,448 
Filing Date: April 27, 2001 



Title: Method and System for Managing 
Security Events on a Network 



Art Unit: 2131 Mad 



REQUEST FOR RECONSIDERATION OF PETITION UNDER 
37 C.F.R. 1.47(a) 

Assistant Commissioner of Patents 
Box DAC 

Washington, D.C. 20231 

February 25, 2002 

Dear Sir: 

Applicant, Internet Security Systems, Inc., (hereinafter "ISS") hereby requests 
reconsideration of its Petition to accept the filing of the above-identified U.S. Patent Application 
by it, as the party to which the invention disclosed and claimed in said Patent Application 
rightfully belongs, and on behalf of and as agent for two of the inventors who have not executed 
the papers required to perfect the filing of the present application. 

In response to the Decision Refusing Status Under 37 CFR 1.47(a) (Decision), mailed on 
December 26, 2001, Applicant submits the enclosed Second Affidavit of Sheila A. Burks. The 
Second Affidavit addresses the issue identified in the Decision, namely, that the entire 
application package was sent to the non-signing inventors. 

I hereby certify that this correspondence is being deposited with the United States Postal Service as first 
class mail in an envelope addressed to: Assistant Commissioner of Patents, Box DAC, Washington, DC. 
2023 1 , on February 25, 2002. 



Robert T. Neufeld, Reg/No. W,394 




J 



Serial No. 09/844,448 

Thus, ISS respectfully requests that the Commissioner grant this Request for 
Reconsideration and accept filing of the Patent Application. If there are any matters that can be 
addressed on the telephone, please do not hesitate to contact me at (404) 572-3509. 



Respectfully submitted, 




Robert T. Neufeld 
Reg. No. 48,394 



King & Spalding 
45 th Floor 

191 Peachtree Street, N.E. 
Atlanta, Georgia 30303 
404.572.4600 

K&S Docket: 05456.105005 
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In re application of: 
Houston et al. 
Serial No.: 09/844,448 
Filed: April 27, 2001 

Title: Method and System for Managing 
Security Events on a Network 
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Art Unit: 2131 



SECOND AFFIDAVIT OF SHEILA A. BURKS 



Assistant Commissioner of Patents 
Washington, DC 20231 



February 2002 



Dear Sir: 



State of Georgia 
County of Fulton 



Sheila A. Burks, being duly sworn, and having personal knowledge of the facts set forth 
herein, hereby deposes and says that: 

1 . I am employed as Senior Counsel of Internet Security Systems, Inc. (hereinafter 
"ISS") of Atlanta, Fulton County, Georgia. 

2. During 1999 and 2000, Christian D. Kobsa and Sridar Embar were employed at 
ISS and contributed to technology disclosed and claimed in United States Patent Application No. 



ftal No. 09/844,448 

09/844,448, filed on April 27, 2001, and entitled "Method and System for Managing Security 
Events on a Network." 

3. I authorized preparation of the above-captioned patent application (hereinafter 
"Patent Application") by our patent counsel, King & Spalding, on behalf of ISS. 

4. At the time the Patent Application was completed and ready for execution, Mr. 
Kobsa and Mr. Embar no longer were employed at ISS. 

5. The Patent Application was filed by ISS on April 27, 2001, without the required 
inventors' Declarations and Powers of Attorney. On June 21, 2001, the Patent Office mailed a 
Notice to File Missing Parts of Nonprovisional Application to ISS's counsel of record, King & 
Spalding. 

6. ISS has made a bona fide effort to have Mr. Kobsa execute the application. I have 
attempted to call Mr. Kobsa at his last known home telephone number and at a relative's 

% telephone number, but was unable to locate him at either number. ISS has also sent copies of the 
completed application and the Declaration and Power of Attorney to Mr. Kobsa, via certified 
mail on Tatvan^ \Q 2002, to his last known address. See Exhibit A. The mail was 
returned and no forwarding address is available. 

7. ISS has made a bona fide attempt to have Mr. Embar execute the Declaration and 
Power of Attorney, but he apparently refuses. I have spoken with Mr. Embar over the telephone 
regarding execution of the application. ISS mailed copies of the completed application and the 
Declaration and Power of Attorney to him on y )j awvxXA^ \Q 2002. See Exhibit B. Mr. 
Embar has failed to return the documents or to respond to my letters. 
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8. Both Mr. Kobsa and Mr. Embar executed agreements that entitle ISS to 
ownership of the inventions disclosed in the Patent Application. These agreements are attached 
hereto as Exhibits C and D. 

9. Pursuant to the Patent Office's Notice to File Missing Parts, it is now necessary 
for ISS to file the accompanying Petition to perfect its filing of the Patent Application, to protect 
its legitimate rights in the present invention, and to prevent irreparable damage to ISS. 




Sheila A. Burks 

Senior Counsel, Internet Security Systems, Inc. 



Sworn to and subscribed 
before me, this p-Q 
day of February, 2002. 




My Commission Expires: ^>^-\ 




[NOTARY SEAL] 



*3fc 
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Internet 




Systems 



January 10, 2002 



VIA CERTIFIED MAIL 
RETURN RECEIPT REQUESTED 



Mr. Christian D. Kobsa 
980 Walther Blvd. 
Apt. No. 1033 
Lawrenceville, GA 30043 

Re: Patent Assignment 

Dear Mr. Kobsa: 

On August 27 and September 12, 2001, on behalf of Internet Security Systems, Sheila Burks sent to you a 
letter enclosing materials in connection with the assignment of your rights to the patent application entitled 
"System and Method for Managing Security Events on a Network", which you worked on while employed 
by ISS. I have included another copy of the entire application package, including the specification, claims 
and drawings with this letter for your consideration because as of today, I have not received your response. 

Please execute this assignment form before a notary public, who will then attest that you are who you are. 
If you like you can arrange to come here and execute the form before me, since I am an ISS notary. Just 
call me beforehand so that I can schedule time for you. I have also enclosed the declaration and power of 
attorney form, which authorizes the attorneys at King & Spalding, ISS' patent counsel, to file the 



Please return these documents to me directly. Please ensure that I receive them by Monday, January 21, 
2002. Should you have questions about this matter, please do not hesitate to contact me at 404-236-2772. I 
appreciate your assistance with this matter. 

Sincerely yours, 



assignment. 




Audra O. Price 

Contract Administrator/Paralegal 



Headquarters: 6303 Barfield Road • Atlanta, GA 30328 • tel 404.236.2600 • fax 404.236.2626 

www.iss.net 
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VIA CERTIFIED MAIL 
RETURN RECEIPT REQUESTED 



Mr. Sridhar Embar 

6871 Peachtree Dunwoody Road 

Apt. No. 244 

Atlanta, GA 30328 

Re: Patent Assignment 

Dear Mr. Embar: 

On August 27 and September 12, 2001, on behalf of Internet Security Systems, Sheila Burks sent to you a 
letter enclosing materials in connection with the assignment of your rights to the patent application entitled 
"System and Method for Managing Security Events on a Network", which you worked on while employed 
by ISS. I have included another copy of the entire application package, including the specification, claims 
and drawings with this letter for your consideration because as of today, I have not received your response. 

Please execute this assignment form before a notary public, who will then attest that you are who you are. 
If you like, you can arrange to come here and execute the form before me, since I am an ISS notary. Just 
call me beforehand so that I can schedule time for you. I have also enclosed the declaration and power of 
attorney form, which authorizes the attorneys at King & Spalding, ISS' patent counsel, to file the 
assignment. 

Please return these documents to me directly. Please ensure that I receive them by Monday, January 21, 
2002. Should you have questions about this matter, please do not hesitate to contact me at 404-236-2772. I 
appreciate your assistance with this matter. 

Sincerely yours, 
Audra O. Price 

Contract Administrator/Paralegal 



Headquarters: 6303 Barfield Road • Atlanta, GA 30328 • tel 404.236.2600 • fax 404.236.2626 

www.iss.net 
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MAR 0 5 2002- J AGREEMENT ON COimDENTlALlTY, 0 0 ? p n „ U 

IN CONSIDERATION of and as a condition to Employee's employment or continued ^ 

DC and/or its Mks P-nts, and affiliates (collectively, (be "CompanyO and other good 
andvaluableconsidemuon.mesnfficiencyofwmchisb , - 

2>. employee") and .the Company agree as follows: 

Section!, prfinttions. . ' , ^ 

For P Mp« K oflW S A^ent,thefbn<^gdefim6o ra?f »ply: 

Q 

~ tamiiiatedfbi any reason. 

O 

-q tenninated for any reason. 

protection software. [ 



AT u-7ifnsi 



tip" 



EXHIBIT "C 
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• * ,rinn inducing but not limited to, any technical or 
(e) "Trade Secret" means mfoimahon induoing, 

. ^ device method, technique, drawing, 
■rtAW da* foxmuU, ^ . V» m 

« . , ist 0 f actual or potential customers or 

• rwritt mconsmt of&e Company for as lcmg as the mi 
Q pn ° rWn /^tsisacrime under the federal Ewmonnc 

n K ^™»n Confidential tafonnationftat <«e mto Employee 

Vj confidence aUl-omjo™ „„f amhConfidenfial 

^.oymentbyfteComp^ prior «»- 

- n „Sehalf 0 fEn J ployee 0 r 1 myo4«rpeR«' OTHlt,,3r - y " 

consent of the Company. The restrictions contam 



o 

"O 
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"D 



^ttbei^onnationbecomes avai^le to the general pubUc other than thro^ the act or 

omission of Employee. 

23 K^MS!^ Upontherequestofth.Companya-d.u.any^uponfl., 

lofbimanon regarding the Company s ewna 
CD ^^eofhisorheroiiploym^wiai&eCoiiipaiflr. 

o 

O confidenfialilifonnalion. 

Section m. w TPlM dt » flMI - 
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Trade Secrets of the Company. 

» jjgjgoligjjafellLSf&Betos* En, I ,loyee hCT * y covenants flat he 05 she will not, 

♦ * ro^hdialfofany corporation, partoership, venture or 
attempt to solicit for employment for or onbehalf of any 

^ as disclosed on Schedule A to this 

. „f the Company's confidential information 

, „, Fjnt ,lo V ee has obtained no knowledgeoftheLotnp y 

Ap^ent.Employee i Avee has also disclosed on Schedule A e. 

p^^hUorber^-^^^y. Employ- h* also 

S ^co.^l.yee^.o.uso.h^^^^^ 
O - r -i— Br W loy«tosnoofceT^reem«s.« WiM>sh 'I' S - 0r 

Company under this Agreement 
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Section V. (^eisb^^ 

* ,i v reoort and disclose to the Company in 

(a) Employee agrees to pmmptly report am 

i „r artine wife others, whether or not 
^^ucedtopracticeby Employee, whe^er alone or ,cun g w, ^ 

vrioht or similar statutes, during Employee's period of . 
beatable or referable under copyright or similar 

;^««^-»— — ^ " . ■ 

• the Company's eqmpmeni; supP ttes ' 

« v "FWovee agrees to assign, and hereby 
- ^t^romDaiiY any and all rights, title, ana 
automatically assxgns, &atttos Paragraph shall not apply to any 

for mnes.ortradesecretinfbimabonofflie 
m , ^ .ntireW on Employee's own time, unless 0) the 

-«w„ the scope of the business of the Company ox (b) relates to th 
Work Product (a) comes within the scope 01 

,w ^ricioated research or devdopment; or (n)the 

^ m orwasdevelope4in^ 
WorkProduct arose from or was develop 



Q 
Q 

g: 

CD 



O Art The Company, its succesbui 

5 . e copyright registra^^ 

h old in its or their own name copyright rgi 

a, resoect to the Work Product. 
otoproKction^Ubleto te Company to 
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* unon the reasonable request of the 

5 2 Goaperatton. Employee agrees to perform, upon trie 

^^^^^^^^^ 

^ , . ^ in coimecUon with my proceeding afe 
in «y ccrtries (c) providing tnnMU tesomony m connecu 

™„* Product- md (d) performing any otberaets 

in connectionwi4>a>efi>' B e oin S- 
^ r6aS onable protection for its interests. 
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CO 



to its enforcement ^ ^ 

coafidennal or proprietary infonnatioa 



Section m ^^^^^ 



ItisfhepoUcy of the Company not to receive any 

L the form 

receivedpurposelyorinaavertentl^ Employee 



■• -.comeouonmthtbefonneremploymentofsaid^loy^ 
fiom any employee ansmg in connection w 



irr^oective of whether such information^ 

CJ ri in T «ronrielary information on any Company 

OTr essWprobIbited^^ 

property. Employee warrants that he or ste^as 

ormtangiblcwhichcanb . ^ ep ^^^^ 

^ployee^^nouseofanysnchmformatronmmep 



behalf of Company. 
5r Bmlovee ^not,dmingbisorter=opl=yn.=* 1 « n '. ai 



obtaining tn 



the vmtten consent of the Company. 



TCC W)020 
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Section IX. SSve3ba!t3L. . 
enforced accordingly, preserving to the fullestperrmss 

SectiottX. fiffl£C!Eto&i^& ..^ 
SectionXL Hatnj^MEBffiiexm^ ^ ... 




o 

o 



Company* 
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SectionXH. ^ESBdmffifeJVsim. 

^suoh^verorconseat.tanno.beconstn.ed^a^erof ^ 

Section XDI. EfeAgre«MS- 

' • «iWect matter hereof, except the 

agreement set forth in &is Agreement 



US 

D 

> 

.-am 

r 

i r 

O 
o 
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IN WITNESS 
written below. 



"WHEREOF, the parties Have executed this Agreement as of the earliest date 



Date: 



<y ? 0A*\ INTERNET SECURITY SYSTEMS, INC. 



By: 



Name: i . ty 

Title: A«*'*V - 



EMPLOYEE 



Print Name 

p.<7- 7 7- 9g7f L 



CD Social Security Number 

CO 

> 

Q 
Q 

<D 
O 

o 



■•4*- 
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** #srfh bdow I acknowledge at this.time 
, egnfid^&fem^- »^ "SSJSSfioD or Inventions of the 

Oojnpany or uj» f * 



state) 




S«) »W J*""*™ Of™*. » slate >- 



cuneatorpnorag^eu .^^eBtfifnoue, so state): 
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AGREEMENT ON CONFIDENTIALITY, 
WORK PRODUCT, AND NONSOLICITATION 



IN CONSIDERATION of and as a condition to Employee's employment or continued 
employment, training, pay, and other benefits provided by INTERNET SECURITY SYSTEMS, 
INC. and/or its subsidiaries, parents, and affiliates (collectively, the "Company) and other good 
and valuable consideration, the sufficiency of which is hereby acknowledged, ; 
C;£ [ O W fW- A-R- (■•Employee") and .the Company agree as follows: 



Section L Definitions . : 

For purposes of this Agreement, the following definitions apply: 

(a) "Confidential Information" means any data or information other than Trade Secrets; 

that is valuable to the Company or to the Company's customers or other third parties entrusting 

<5 such information to the Company (the "Associated Companies") and not generally known to the 
c/> 

>^ • p'ubUcortoconmetitoreofto^ 

It (b) "Nondisclosure Period" means the period beginning on the date of this Agreement 



and ending two years after the date Employee's employment with the Company ends or is 



terminated for any reason. 



O (c) ^onsoUciUtionPeriod''me^^ 



and ending two years after the date Employee's employment with the Company ends or is 

terminated for any reason. 

(d) . "Restricted Businesses" means tie development, manufacture, distribution, and/or 

sale of network security management software systems, including enterprise-wide information 

I 

protection software. 



EXHIBIT "D" 



jol, K 19W-* J*:* 
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(e) "Irak Seen*" means Mbn^^ 
nontectaical 'd* ftn* pattern, _ 

a .v.n nn t disclose publish or make use of sucli Trade Secrets 
employment by the Compmy and shall not disclose, puom 

^ v. f Dmr,iovee or anv other person or entity, without the 
qj, a t.anytimeafterthedatehereof,onbe^fofEmployeeorBnyo P 

• <l> . f .w r^mn^v for as Iohr *s the information remains a Trade SecreL 

ZO prior written consent of the Company fox as wng 

8; tosucKmiswn.pri.tionmaybesubj^toimprisomnen.and/orf^. 
^ en^bytbeCW^^^^ 
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that the information becomes available to me general public other man through the act or 
omission of Employee. 

2.3 Return of Materials. Upon the request of the Company and, in any event, upon (he 
termination of Employee's employment with the Company, Employee shall deliver to the 
Company all memoranda, notes, records, manuals or other documents (including, but not limited 
to written instruments, voice or data recordings, or computer tapes, disks or files of any nature), 
including all copies of sucb materials and all documentation prepared or produced in connection * - 
therewith, perhuning to the performance of Employee's services for the Company, the business of 
the Company or of the Associated Companies, or containing Trade Secrets or. Confidential f 
Information regarding the Company's business or the Associated Companies' business* whether • m 
made or compiled by Employee or furnished to Employee by virtue of his or her employment 
with the Company. Employee shall also deliver to the Company all computers, credit cards, 
& telephones, office equipment, software, and other property the Company furnished to Employee 
^ by virtue of his or her employment with the Company. 

9. 2 . 4 Interpretation. The restrictions stated in paragraphs 2.1 and 22 are in addition to and 

^ not in lieu of protections afforded to trade secrets and confidential information under applicable 
^ state law. Nothing in this Agreement is intended to or shall be interpreted as diminishing or 
O ofherwise limit ing the Company's right under applicable state law to protect its trade secrets and 
confidential information- 
Section KL NnnsoHcitation . 

3.1 ffrmsnlir-itntion of Customers. Employee hereby covenants and agrees that he or she 

will not, during the Nonsolicitation Period, without the prior written consent of the Company, 
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solicit, directly or indirectly, any business related to the Restricted Businesses from any of the 
Company's customers, including actively sought prospective customers, with whom Employee 

hadpen^busin^^ Em P l0 ^ 
" agrees and acknowledges that the identity of such customers and lists of such customers are 

Trade Secrets of the Company. 

'^ l ,ii^i«^»n*''i*''? -,M,0i,w; "'"I 01 . li 

attempt to solicit for employment for or on «U of v corporaUon, partnership, venture or 
ofcerbusmesserftyanypersonwto.onte^ • .4- 

^ person wo«ld commit a breach of contrary accepting sod. employment). 
Q Section TV. Tri " rK"""' rf ' f ""rtBeMoMMW- 

E 4.1 tri- vn- y..^ ™d tnvenhons . Except as disclosed on Schedule A to this 

v v. • j „„i™„<*i*ti«ofihe Company's confidential information 
<D Agreement, Employee has obtained no knowledge ottneujmp , 

g pn^tohisorhcrenrploymentwiththeCompany. Employee has also disclosed on Schedule A 
" i complete list of all inventions poprietary to Employee tot we* made or first reduced to 

pracficebvErrftoyeeprircto ris orr^ 

^ r^r^itments. Employee has noother agreement, relalionsmps, or 
commit toany otherperson or en^^cor^ct^m Employee's obhg^ions to the 
Company under this Agreement. 
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Section V. "n»*i° nf «nrnlnYwT>w*WP'»- 

5.1 ri^pphip of ynfV Product. 

'fifing all developmeats. discoveries, mefcods. processes, designs. inventions, ideas, or 
j^ovemen* (hereinafter collectively cited ttakfneMl -«** "H*—* 11 . 

Omw. or 00 uflizing, dirccfly or indirectly, to Company* equipn^suppBes. <^ 
MB* or tradesecret information. a^****'**""'* 1 '*****''-- 
is fte S ol« m d«dusive P ro P ^oftheCo m p.ny. Bnploy^ agrees to assign, and horeby 

© ^ta^toaUWorkProduc^^^.^tePara^h^notapplytoany ' 
> woricProductforvvbichrKeaui^ 

|. Con,panyv^used and vAichwas developed entirdy on Employes centime, unless (i) the 

° Company* products or its actual or demonsttbly anticipated research or devdopment; or (U) *e 
O WofcProductarosefromorv^developedintfc^^ 

Company. 

. (b) Hie Company, its successors and assigns, shall have theright to obtain 

a^ooldinitsorthe^ 
othetpro tecuonav^ 
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*2 C!!2B ^.B^loy eea gre« S toperitoupo»tbeie M o^lere,u^ofte 

O-^ o^ership of to Wo**oddct, inctadingbutnot 
'^.o: H executing, ecW,ledgu* and delivering jested.™ snd docmner* 
tf^gnmentandc^nveyance^assi^ 

„ »y conntnes; (c) providing truthful teahnony in connection v*h any proceeding affecting *T 

^unreasonable b—W - 

in connection with the foregoing. 

^uliiiii AT ■Vrm-'-l ' «-* N^esMrv Restriction s , .. 

I. Monnanon audTrade Sec,* of ft. (W and of the Associated panics, possibly 

° ^.detailedproduct^^ 

O ^ Usu, and infonnation relating to the operations and business reouirenrents „f 
^ Aeeordingiy^ioyeeiswa^toenterin.^™.^ 

reasonable protection for its interests. 
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61 y^y^^^^^^^^^^ 0 ^^^ 
flns Agreement are reasonable, fair, and qMk m scope, terms, and duration; are necessary to 
protect me Intimate business interests of the Company; .nd are a rnaterial inducement to the . 
Company^e.nployoroonfinuetoenrployErnployee. Employee covenants that he or she 41 
not challenge the enforceability of this Agreement nor wfll Employee raise any equitable defense 

to its enforcement ± /- 

Section VII- Business Tractices, 

^sryprohibi-ed ftomha^g said confidential or proprietary information onany Company 

J^oyee^enonseofanysuchin^ 

Q behalf of the Company. 

Q_ Section VIIL <^»»™+ TTmplovment 

^chHnmloyeeiswoddcgorhas^as^Ernployeeofto 
obtaining the written conseot of the Company. 
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Section IX. severability. 

to ft. .vent to any provision of to Asreeruent is Wd invalid or ^enforceable in an, 

Section X. ^tY* rnin ff 1Lxw - 

State of GeorgU, not including the choice-of-to- «uta thereof. 
SectionXI. N' T" of Employment 

£ ^edasceating.con.ae.oreo.p^fbr , sp^ed period of Employee 
£ ^^^ds^dag^^h.orhecanployment^^Co^shaUbe 

O represe^veoHheCon^ysh^^^ 

■8 .^.^^^to.d^es^s^^^^^-^^ 



Company. 
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3crfi fin 7m ft "l?^?"^ Waiver. 

Section Xm. J/ftit* \m*B»*>\r 
agreement set forth in this Agreement. 



(IX 

Q 
Q 

cx 

CD 

O 

O 

"D 
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IN WITNESS WHEREOF, the parties have executed this Agreement as of the earliest date 
written below. 

. rtate: fl/V/l*! INTERNET SECURITY SYSTEMS, INC. 

By:_ 



Date: 



CO 

9. 

Q 

ex 

CD 

O 
o 

"O 



Name: (j«X\ fc*»V" 
Title: ^fl. ^-k^^ ^ 



EMPLOYEE 




/ / Signature 

2$^~ Print Name ~ " 



Social Security Number 
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* 



1 r^nfidentiaHnformatiQa . Except as s^fo^ibelow.Iactoowledee at this.time 

state): 




*xr*k v.Ainw I aclcnowledee at tbis time that I have not, 
2; ErigJtentisss. Except as set forth below, I a ^°™« ( ^ or jointly with 
prior toW «nploymeat with the Company, made or reduced to practice (alone or j y ^ 

others) any Inventions (if none, so state): . . 



V 



CD 

CO 

Q 
Q 

CD 

O 

O 



with the Company under this Agreement (if none, so state): 



DATE; 



Signature 
Print Name 

& -t, - & d I 6 



Social Security Number 



